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Background: ScotusReview of Abstract 
Ideas

ÅBenson (1972) ςConversion of binary-coded 
decimal numbers into pure binary numerals 
(ineligible)

ÅFlook(1978) ςMathematical algorithm (ineligible)

ÅDiehr(1981) ςMethod of curing rubber (eligible)

ÅBilski(2000) ςRisk hedging (ineligible)



Background: Mayo v. Prometheus

Åά¢ƘŜ ǘƘǊŜŜ ŀŘŘƛǘƛƻƴŀƭ ǎǘŜǇǎ ƛƴ ǘƘŜ ŎƭŀƛƳŜŘ 
processes here are not themselves natural laws but 
neither are they sufficient to transform the nature 
ƻŦ ǘƘŜ ŎƭŀƛƳǎΦέ

ÅAffirmed .ŜƴǎƻƴΣ άto transform an unpatentable
law of nature into a patent-eligible application of 
such a law, one must do more than simply state the 
ƭŀǿ ƻŦ ƴŀǘǳǊŜ ǿƘƛƭŜ ŀŘŘƛƴƎ ǘƘŜ ǿƻǊŘǎ άŀǇǇƭȅ ƛǘΦέ



At Issue: Alice

ÅQuestion before SCOTUS: Whether claims to 
computer-implemented inventionsτincluding 
claims to systems and machines, processes, and 
items of manufactureτare directed to patent-
eligible subject matter within the meaning of 35 
U.S.C. § 101 as interpreted by this Court?
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Decision: Alice

On their face, the claims before us are drawn to the concept of 
intermediated settlement,i.e.,the use of a third party to mitigate 
settlement risk . . . 

Like the risk hedging inBilski, the concept of intermediated settlement is άŀ 
fundamental economic practice long prevalent in our system of commerceΦέ 

. . . The use of a third-ǇŀǊǘȅ ƛƴǘŜǊƳŜŘƛŀǊȅ όƻǊ άŎƭŜŀǊƛƴƎ ƘƻǳǎŜέύ ƛǎ ŀƭǎƻ ŀ 
building block of the modern economy . . . Thus, intermediated settlement, 
ƭƛƪŜ ƘŜŘƎƛƴƎΣ ƛǎ ŀƴ άŀōǎǘǊŀŎǘ ƛŘŜŀέ ōŜȅƻƴŘ ǘƘŜ ǎŎƻǇŜ ƻŦ§101. 

- From the Alicedecision (citations removed)



Aftermath: Mayo/Alice Two Part 
Framework

ÅPart 1 -- Identify Judicial Exceptions
ÅLaw of nature
ÅNatural phenomenon
ÅAbstract Ideas

ÅPart 2 --LŘŜƴǘƛŦȅ ά{ƛƎƴƛŦƛŎŀƴǘƭȅ aƻǊŜέ



Interpretation: Ultramercial (Fed. Cir.)

ÅAs we have held, the use of the Internet is not sufficient to 
save otherwise abstract claims from ineligibility under § 101. 
See CyberSource, 654 F.3d at 1370(reasoning that the use of 
the Internet to verify credit card transaction does not 
meaningfully add to the abstract  idea of verifying the 
transaction). Narrowing the abstract idea of using 
advertising as a currency to the Internet is an "attempt[] to 
ƭƛƳƛǘ ǘƘŜ ǳǎŜά ƻŦ ǘƘŜ ŀōǎǘǊŀŎǘ ƛŘŜŀ Ϧǘƻ ŀ ǇŀǊǘƛŎǳƭŀǊ 
technological environment," which is insufficient to save a 
claim

http://scholar.google.com/scholar_case?case=13362075908439349478&q=ultramercial&hl=en&as_sdt=3,24


Interpretation: DDR Holdings (Fed. Cir.)

Åά!ǎ ŀƴ ƛƴƛǘƛŀƭ ƳŀǘǘŜǊΣ ƛǘ ƛǎ ǘǊǳŜ ǘƘŀǘ ǘƘŜ ŎƭŀƛƳǎ ƘŜǊŜ ŀǊŜ ǎƛƳƛƭŀǊ 
to the claims in the cases discussed above in the sense that 
the claims involve both a computer and the Internet. But 
these claims stand apart because they do not merely recite 
the performance of some business practice known from the 
pre-Internet world along with the requirement to perform it 
on the Internet. Instead, the claimed solution is necessarily 
rooted in computer technology in order to overcome a 
problem specifically arising in the realm of computer 
networksΦέ



Interpretation: DDR Holdings (cont.)

Åά5ƛǎǘƛƴƎǳƛǎƘƛƴƎ between claims that recite a patent eligible invention 
and claims that add too little to a patent-ineligible abstract concept 
can be difficult, as the line separating the two is not always clear. At 
one time, a computer-implemented invention was considered patent 
eligible ǎƻ ƭƻƴƎ ŀǎ ƛǘ ǇǊƻŘǳŎŜŘ ŀ άǳǎŜŦǳƭΣ ŎƻƴŎǊŜǘŜ ŀƴŘ ǘŀƴƎƛōƭŜ 
ǊŜǎǳƭǘΦέ 

ÅΧ¢Ƙƛǎ understanding rested, in large part, on the view that such 
inventions crossed the eligibility threshold by virtue of being in the 
technological realm, the historical arena for patented inventionsΦέ



The Alice Box: Ultramercial vs. DDR 
Holdings

The Alice 
Box

The Alice 
Box

monetizing and 
distributing copyrighted 

products over the Internet

ordered combination of 
conventional steps

maintaining look and feel 
of a website

ordered combination of 
steps not merely routine 

or conventional

Ineligible

Eligible

Ultramercial

DDR



2014 Interim Guidance on Patent Subject 
Matter Eligibility

ÅIssued Dec. 16, 2014, 79 FR 74618
ÅSupplements the June 25, 2014 Preliminary Instructions

ÅSupersedes the March 4, 2014 Procedure for Subject Matter Eligibility 
Analysis of Claims Reciting or Involving Laws of Nature/Natural Principles, 
Natural Phenomena, and/or Natural Products

ÅSupersedes MPEP 2106(II)(A), 2106(II)(B), and 2106.01

Å{ǳǇŜǊǎŜŘŜǎ at9t нмлр ǘƻ ǘƘŜ ŜȄǘŜƴǘ ǘƘŀǘ ǘƘŜ ǎŜŎǘƛƻƴ ǎǳƎƎŜǎǘǎ ǘƘŀǘ άƳŜǊŜ 
ƘǳƳŀƴ ƛƴǘŜǊǾŜƴǘƛƻƴέ ƴŜŎŜǎǎŀǊƛƭȅ ǊŜǎǳƭǘǎ ƛƴ ŜƭƛƎƛōƭŜ ǎǳōƧŜŎǘ ƳŀǘǘŜǊ 



Two Step 
Framework



Step 1

ÅIs the claim directed to a process, machine, manufacture, or 
composition of matter? 
ÅMPEP 2106

ÅIf no, not eligible

ÅIf yes, proceed to step 2



Step 2

ÅThis is a two-part analysis to determine whether a claim that is 
άŘƛǊŜŎǘŜŘ ǘƻέ ŀ ƧǳŘƛŎƛŀƭ ŜȄŎŜǇǘƛƻƴrecites additional elements that 
ŀƳƻǳƴǘ ǘƻ άsignificantly moreέ ǘƘŀƴ ǘƘŜ ŜȄŎŜǇǘƛƻƴ όƭŀǿ ƻŦ ƴŀǘǳǊŜΣ 
natural phenomenon, or an abstract idea)



2A: òDirected toó a Judicial Exception

ÅIs the claim directed to a law of nature, a natural phenomenon, or an 
abstract idea? 
ÅIf no, the claim is eligible and examination should continue for patentability 

ÅIf yes, proceed to Step 2B to analyze whether the claim as a whole amounts 
ǘƻ άsignificantly moreά ǘƘŀƴ ǘƘŜ ŜȄŎŜǇǘƛƻƴ 



ÅLŦ ǘƘŜ ŎƭŀƛƳ ƛǎ ƴƻǘ άŘƛǊŜŎǘŜŘ ǘƻέ ŀƴ ŜȄŎŜǇǘƛƻƴ όŜΦƎΦΣ ǘƘŜ ŀƴǎǿŜǊ ǘƻ ǎǘŜǇ 
н! ƛǎ ΨƴƻΩύΣ ǘƘŜ ŎƭŀƛƳ ƛǎ ŜƭƛƎƛōƭŜΦ

ÅLŦ ǘƘŜ ŎƭŀƛƳ ƛǎ άŘƛǊŜŎǘŜŘ ǘƻέ ŀƴ ŜȄŎŜǇǘƛƻƴ όŜΦƎΦΣ ǘƘŜ ŀƴǎǿŜǊ ǘƻ ǎǘŜǇ н! 
ƛǎ ΨȅŜǎΩύΣ ǇǊƻŎŜŜŘ ǘƻ ǎǘŜǇ н.Φ



What does òdirected toó mean?

Åά5ƛǊŜŎǘŜŘ ǘƻέ ƳŜŀƴǎ ǘƘŜ ŜȄŎŜǇǘƛƻƴ ƛǎ recited in the claim, i.e., the 
claim sets forth or describes the exception 
ÅExamples provided by USPTO:
Å9ȄŀƳǇƭŜΥ ά! ƳŀŎƘƛƴŜ ŎƻƳǇǊƛǎƛƴƎ ŜƭŜƳŜƴǘǎ ǘƘŀǘ ƻǇŜǊŀǘŜ ƛƴ ŀŎŎƻǊŘŀƴŎŜ ǿƛǘƘ CҐƳŀΦέ 

ÅThe claim recites the law of nature that force equals mass times acceleration (F=ma) and 
is therefore directed to an exception 

ÅStep 2A: YES ςFurther eligibility analysis needed 



What does òdirected toó mean? (cont.)

ÅIf the invention is merely based on or involves an exception, 
but the exception is not set forth or described in the claim, 
the claim is not directed to an exception (Step 2A: NO) and is 
eligible 
ÅExamples provided by USPTO:
Å9ȄŀƳǇƭŜΥ ά! ǘŜŜǘŜǊ-totter comprising an elongated member pivotablyattached to a 

base member, having seats and handles attached at opposing sides of the 
ŜƭƻƴƎŀǘŜŘ ƳŜƳōŜǊέ 

ÅThis claim is based on the concept of a lever pivoting on a fulcrum, which 
involves the natural principles of mechanical advantage and the law of the 
lever 

ÅHowever, this claim does not recite these natural principles (Step 2A: NO) and 
thus is eligible without further analysis



Some Examples of Abstract Idea Types

ÅFundamental economic practices

ÅMethods of organizing human activities

ÅIdeas, themselves

ÅMathematical relationships/formulas

ÅFrom USPTO training:
Å άwŜƳŜƳōŜǊ that software or business methods are not excluded categories of 

subject matter 

Å Ψ{ƻŦǘǿŀǊŜΩ ƛǎ ƴƻǘ ŀǳǘƻƳŀǘƛŎŀƭƭȅ ŀƴ ŀōǎǘǊŀŎǘ idea

Å While some software may include an abstract idea (such as a step that employs 
a mathematical relationship), further analysis of the claim as a whole would be 
required to determine eligibilityέ



2B: òSignificantly moreó?

ÅDetermine whether any element, or combination of elements, in the 
claim is sufficient to ensure that the claim amounts to significantly 
more than the judicial exception 



What qualifies as òsignificantly moreó?

ÅExamples of considerations which may be enough to qualify as 
ΨΨǎƛƎƴƛŦƛŎŀƴǘƭȅ ƳƻǊŜΩΩ ǿƘŜƴ ǊŜŎƛǘŜŘ ƛƴ ŀ ŎƭŀƛƳ ǿƛǘƘ ŀ ƧǳŘƛŎƛŀƭ exception: 
ÅImprovements to another technology or technical field; 

ÅImprovements to the functioning of the computer itself; 

ÅApplying the judicial exception with, or by use of, a particular machine; 

ÅEffecting a transformation or reduction of a particular article to a different 
state or thing; 

ÅAdding a specific limitation other than what is well-understood, routine and 
conventional in the field, or adding unconventional steps that confine the 
claim to a particular useful application; or 

ÅOther meaningful limitations beyond generally linking the use of the judicial 
exception to a particular technological environment.



What does not qualify as òsignificantly 
moreó?

ÅLimitations that were found not to be enough to qualify as 
ΨΨǎƛƎƴƛŦƛŎŀƴǘƭȅ ƳƻǊŜΩΩ ǿƘŜƴ ǊŜŎƛǘŜŘ ƛƴ ŀ ŎƭŀƛƳ ǿƛǘƘ ŀ ƧǳŘƛŎƛŀƭ ŜȄŎŜǇǘƛƻƴ 
include: 
ÅAdding ǘƘŜ ǿƻǊŘǎ ΨΨŀǇǇƭȅ ƛǘΩΩ όƻǊ ŀƴ ŜǉǳƛǾŀƭŜƴǘύ ǿƛǘƘ ǘƘŜ ƧǳŘƛŎƛŀƭ ŜȄŎŜǇǘƛƻƴΣ ƻǊ 

mere instructions to implement an abstract idea on a computer; 

ÅSimply appending well-understood, routine and conventional activities 
previously known to the industry, specified at a high level of generality, to the 
judicial exception, e.g., a claim to an abstract idea requiring no more than a 
generic computer to perform generic computer functions that are well 
understood, routine and conventional activities previously known to the 
industry; 

ÅAdding insignificant extrasolutionactivity to the judicial exception, e.g., mere 
data gathering in conjunction with a law of nature or abstract idea; 

ÅGenerally linking the use of the judicial exception to a particular 
technological environment or field of use.



Some practical examples of òsignificantly 
moreó

Åhttp:// www.uspto.gov/patents/law/exam/abstract_idea_examples.p
df

http://www.uspto.gov/patents/law/exam/abstract_idea_examples.pdf


So for nowé

ÅArgue that the claim is not directed to a judicial exception (step 2A); 

ÅArgue that additional elements in the claim amount to significantly 
more than the judicial exception (preemption); and/or 

ÅClaim amendments that cause the claim to not be directed to the 
judicial exception or amount to significantly more than the judicial 
exception (step 2B). 



Multi-pronged argument:

ÅNot άŘƛǊŜŎǘŜŘ ǘƻέ ƧǳŘƛŎƛŀƭ ŜȄŎŜǇǘƛƻƴ ǘƘŜǊŜŦƻǊŜ ŘƻƴΩǘ ƎŜǘ ǘƻ н. ōŜŎŀǳǎŜ ǘƘŜ ŎƭŀƛƳǎ 
are directed to an actual resolution of a technical problem

ÅClaims recite sufficient limitations such that the entire abstract idea is not 
preempt

Å9ǾŜƴ ƛŦ ŘŜǘŜǊƳƛƴŜŘ ǘƻ ōŜ άŘƛǊŜŎǘŜŘ ǘƻέ ŀōǎǘǊŀŎǘ ƛŘŜŀΣ ŎƭŀƛƳǎ ǊŜŎƛǘŜ ƭƛƳƛǘŀǘƛƻƴǎ 
ǘƘŀǘ ƛƳǇǊƻǾŜ ŀ άǘŜŎƘƴƻƭƻƎƛŎŀƭ ǇǊƻŎŜǎǎέ όŀǘ ƭŜŀǎǘ !ƭƛŎŜ ŀƴŘ 55wύ

Å{ƛƳƛƭŀǊ ǘƻ 55wΣ ǘƘŜ ŎƭŀƛƳŜŘ ǎƻƭǳǘƛƻƴ ƛǎ άƴŜŎŜǎǎŀǊƛƭȅ ǊƻƻǘŜŘ ƛƴ ŎƻƳǇǳǘŜǊ 
technology in order to overcome a problem specifically arising in the realm of 
ŎƻƳǇǳǘŜǊ ƴŜǘǿƻǊƪǎέ ςe.g., improvements to another technology or 
technological field



Portfolio Management: Issued Patents

ÅIdentify key patents in your portfolio
ÅCurrently part of licensing agreements

ÅCandidates of licensing program

ÅPotential enforcement options

ÅProtect core business practices

ÅWeigh option of filing a reissue/reexamination



Portfolio Management: Issued Patents

ÅIdentify patents in your portfolio with questionable 
validity
ÅIdentify patents in class 705

ÅDirected to abstract ideas, in particular business methods

ÅLack meaningful limitations

ÅWeigh options of fire sale, donation or abandon



Portfolio Management: Pending 
Applications

Alice
*Source USPTO



Portfolio Management: Core Pending 
Applications

ÅIdentify art units for pending applications
Å3685, 3689, 3693

ÅFile a preliminary amendment

ÅhǳǘƭƛƴŜ ǎǘǊŀǘŜƎƛŜǎ ǘƻ ƻǾŜǊŎƻƳŜ ǎǘŜǇ н όάǎƛƎƴƛŦƛŎŀƴǘƭȅ 
ƳƻǊŜέύ ƛƴ Alice

ÅIdentify preemption arguments for continuations

ÅPotentially file CIP to add:
ÅάǎƛƎƴƛŦƛŎŀƴǘƭȅ ƳƻǊŜέ
ÅǇǊƻōƭŜƳκǎƻƭǳǘƛƻƴ ƻǊ άǳƴŎƻƴǾŜƴǘƛƻƴŀƭέ ǎǘŜǇ



Art Unit 3685--DATA PROCESSING: FINANCIAL, 
BUSINESS PRACTICE, MANAGEMENT, OR COST/PRICE 
DETERMINATION

Allowance Rate 
for last 3 months 
= 6.9%

Percentage of 
Office Actions 
(138) with 101 > 
33.3%

*Source: PatentAdvisor



Art Unit 3689--DATA PROCESSING: FINANCIAL, 
BUSINESS PRACTICE, MANAGEMENT, OR COST/PRICE 
DETERMINATION

Allowance Rate 
for last 3 months 
= 1.3%

Percentage of 
Office Actions 
(207) with 101 > 
30%

*Source: PatentAdvisor


