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Background:ScotusReview of Abstract
ldeas

A Benson (1972) Conversion of binargoded
decimal numbers into pure binary numerals
(ineligible)

A Flook(1978)c Mathematical algorithm (ineligible)
A Diehr(1981)c Method of curing rubber (eligible)
A Bilski(2000)¢ Risk hedging (ineligible)
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Background:Mayo v. Prometheus

AleCKS GKNBS FTRRAGAZ2YI T &
processes here are not themselves natural laws but
neither are they sufficient to transform the nature
2T UKS Of I AYa o¢

AAffirmed. Sy & ® yfahsform anunpatentable
law of nature into a patengligible application of

such a law, one must do more than simply state the
tl o 2F ylIudzZNBE KAt S | RRJ
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At Issue:Alice

AQuestion before SCOTUShether claims to
computerimplemented inventiorns including
claims to systems and machines, processes, and
items of manufacture are directed to patent
eligible subject matter within the meaning of 35
U.S.C8§ 101 as interpreted by this Court?
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Decisiord/ice

On their face, the claims before us are drawn to the concept of
Intermediated settlement,e.,the use of a third party to mitigate
settlementrisk . . .

Likethe risk hedging iBilskj the concept of intermediated settlementid:
fundamental economic practice long prevalent in our system of comérce

... Thaise of athirdldr NIié AYUISNIYSRAFNE 62N aC

building block of the modemconomy . . . Thustermediated settlement,
fA1S KSRIAYIS Aad |y 4Gl @@ NI OO0 ARSI

- From theAlicedecision(citations removed)
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Aftermath: Mayo/Alice Two Part
Framework

APart 1-- Identify Judicial Exceptions
ALaw of nature
ANatural phenomenon
AAbstract Ideas

APart2--L RSYUATEe Ga{AITYATFAOI Y
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Interpretation: Ultramercial (Fed. Cir.)

AAs we have held, the use of the Internet is not sufficient to
save otherwise abstract claims from ineligibility un@ei01.
SeeCyberSourcé54 F.3d at 137(reasoning that the use of
the Internet to verify credit card transaction does not
meaningfully add to the abstract idea of verifying the
transaction). Narrowing the abstract idea of using
advertising as a currency to the Internet is an "attempt[] to
f AYAU O0KS dzaSa 2F 0GKS I 0oaid N
technological environment," which is insufficient to save a
claim
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http://scholar.google.com/scholar_case?case=13362075908439349478&q=ultramercial&hl=en&as_sdt=3,24

Interpretation: DDR Holdings (Fed. Cir.)

Ad! & Iy AYAGALFET YIFGGSNE AG A
to the claims in the cases discussed above in the sense that
the claims involve both a computer and the Internet. But
these claims stand apart because they do not merely recite
the performance of some business practice known from the
pre-Internet world along with the requirement to perform it
on the Internet.Instead, the claimed solution is necessarily
rooted in computer technology in order to overcome a

problem specifically arising in the realm of computer
networks® €
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Interpretation: DDR Holdings (cont.)

Aa 5 A & 0 A ybawekniclkiks/Eht recite patent eligibleinvention

and claims that add too little to a pateimeligible abstract concept

can be difficult, as the line separating the two is not always clear. At
one time, a computermplemented invention was considergetent
elighlea2 t2y3 a4 A0 LINRRdzOSR | 6@ dza
NE a dzf U ®¢

AX ¢ Kukderstanding rested, in large part, on the view that such
Inventions crossed the eligibility threshold by virtue of being in the
technological realm, the historical arena for patented inventiis
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The Alice BoxUltramercial vs. DDR
Holdings

Ultramercial

monetizing and
distributing copyrighted
products over the Internef The Alice

Box

\ 4

Ineligible

ordered combination of
conventional steps

DDR

maintaining look and feel

of a website The Alice

ordered combination of Box
stepsnot merelyroutine
or conventional
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2014 Interim Guidance on Patent Subject
Matter Eligibility

Alssued Dec. 16, 2014, 79 FR 74618

ASupplements the June 25, 2014 Preliminary Instructions

ASupersedes the March 4, 2014 Procedure for Subject Matter Eligibility
Analysis of Claims Reciting or Involving Laws of Nature/Natural Principles,
Natural Phenomena, and/or Natural Products

ASupersedes MPEP 2106(11)(A), 2106(I1)(B), and 2106.01

A{ dzZLJISNASRSa at9t HWmnp 02 0
KdzYty AyGSNBSydAzyé ysSOSaa
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(Step 1) “‘\\

Two Step BTESm T

<H’

“_ MANUFACTURE OR 47
.
Framework CONPOSITION OF
\\‘m\ ,.m’/'

,'!'\ YES

.
(Step 28)
" [PART 1 Mayo test] .
NO -~ IS THE CLAM DIRECTED . _
I TO A LAW OF NATURE, A
<< NATURAL PHENOMENON, OR AN -~
ABSTRACT IDEA yd
“-.( JUDICIALLY RECOGNIZED
“._ EXCEPTIONS)?

. Ve
. -

Y YES ‘

4/'\" .

" (Step 2B) ‘
" [PART 2 Mayo test] ™._ ’

YES -~ DOES THE CLAIM RECITE ™.

, -~ ADDITIONAL ELEMENTS THAT . NO
. AMOUNT TO SIGNIFICANTLY -
“._MORE THAN THE JUDICIAL
v "~ EXCEPTION?

Ve "CLAIM QUALIFIES ™ S e /7 CLAIM IS NOT ™
" AS ELIGIBLE SUBJECT [ ELIGIBLE SUBJECT |
MATTER UNDER | '. MATTER

\

35 usc 01 “_UNDER 35 USC 101/

R




Step 1

S
7 (Step )
IS THE CLAIM TO ™
" A PROCESS, MACHINE, . NO
. MANUFACTURE OR -
“._COMPOSITION OF

.

-y

/!\\ YES

Als the claim directed to a process, machine, manufacture, or
composition of matter?
AMPEP 2106
AlIf no, not eligible
Alf yes, proceed to step 2
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Step 2

AThis is a twepart : analysis to determine whether a clattmat is
GRANBOUOSR (2§ rdamte@aikﬂ%tﬂar@l?ellementﬂEaO S LG
I Y 2 dzy significantlyémoré G KIF'y GKS SEOSLIIA 2
natural phenomenon, or an abstract idea)

DBC) | IgH




2A: oDirected toodo a

7 (Step 28)
" [PART 1 Mayo test] ~_

NO -~ IS THE CLAIM DIRECTED
" TO A LAW OF NATURE, A g
- <. NATURAL PHENOMENON, OR AN  ~

N ABSTRACT IDEA
“~_( JUDICIALLY RECOGNIZED
.. EXCEPTIONS)?

.
\\

\\\\ //

Y YES

\\\

Als the claim directed to a law of nature, a natural phenomenon, or an
abstract idea?
AlIf no, the claim is eligible and examination should continue for patentability

Alf yes, proceed to Step 2B to analyze whether the claim as a whole amounts
U Zsigmificantly morex U KIl'y UKS SEOSLIAZ2Y
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Wh at does odirecte

Ad5ANBOGSR (2¢ Y &kitgdin thé &efm, iREt0eS LIG A
claimsets forthor describeshe exception
AExamples provided by USPTO:
A9EI YLX SY d&a! YIOKAYS O2YLINRAaAy3d StSySyGa

A The claim recites the law of nature that force equals mass times acceleration (F=ma) and
is therefore directed to an exception

A Step 2A: YESFurther eligibility analysis needed
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What does odi ?(eontt) e d

Alf the invention is merelpased on or involvean exception,
but the exception is not set forth or described in the claim,
the claim is not directed to an exception (Step 2A: NO) and is
eligible
AExamples provided by USPTO:

Ve ~ ~ 7 ~

base member, having seats and handles attached at opposing sides of the
St 2y3dFruUSR YSYOSNE
A This claim is based on the concept of a lever pivoting on a fulcrum, which

involves the natural principles of mechanical advantage and the law of the
lever

A However, this claim does not recite these natural principles (Step 2A: NO) and
thus is eligible without further analysis
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Some Examples of Abstract Idea Types

AFundamental economic practices
AMethods of organizing human activities
Aldeas, themselves

AMathematical relationships/formulas
AFrom USPTO training:

A & wS Y S Yhat Software or business methods are not excluded categories of
subject matter

AY2FTasl NBEQ Aa y2i KHeri2YlF GAOFtte& Yy |0

A Whilesome software may include an abstract idea (such as a step that employs

a mathematical relationship), further analysis of the claim as a whole would be
required to determineeligibility¢
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2B: oSignificantl

e |
!, YES -
- \\\\\\"\.
P ~ ( Step 2B) \“\\

" [PART 2 Mayo test] .
_~~ DOES THE CLAIM RECITE ™.
YES -~ S NO
- ADDITIONAL ELEMENTS THAT ..

e P __'
.. AMOUNT TO SIGNIFICANTLY - -

“~_MORE THAN THE JUDICIAL ~~
. EXCEPTION?

P SR Ny e . S
" CLAIM QUALIFIES ™, 7 CLAIM IS NOT ™
[ AS ELIGIBLE SUBJECT N |-" ELIGIBLE SUBJECT
MATTER UNDER | MATTER )
. 35 usc 101 “._UNDER 35 USC 101/

ADeterminewhether any element, or combination of elements, in the
claim is sufficient to ensure that the claim amounts to significantly
more than the judicial exception
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What oquali fies as o0

AExample®f considerationsvhich maybe enough to qualify as
WYPaAIAYATFTAOLI YUt e YZNBQQ g &&gtiolNs O
Almprovementgo another technology or technical field;
A Improvements to the functioning of the computer itself;
A Applyingthe judicial exception with, or by use of, a particular machine;

A Effectinga transformation or reduction of a particular article to a different
state or thing;

AAddinga specific limitation other than what is welhderstood, routine and
conventional in the field, or adding unconventional steps that confine the
claim to a particular useful applicatioar

A Othermeaningful limitations beyond generally linking the use of the judicial
exception to a particular technologicahvironment.
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What does not qual.l
mor eo?

ALimitations that were found not to be enough to quallfy as
WWAAIYATFTAOLFIYyGte Y2ZNBQQ gKSY NBO

Include:

AAddingl KS ¢2NRa WWILILX e A0QQ o02NJ Iy SiI
mere instructions to implement an abstract idea on a computer;

A Simplyappending welluinderstood, routine and conventional activities
previously known to the industry, specified at a high level of generality, to the
judicial exception, e.g., a claim to an abstract idea requiring no more than a
generic computer to perform generic computer functions that aes|
understood routine and conventional activities previously known to the
industry;

A Addinginsignificantextrasolutionactivity to the judicial exception, e.g., mere
data gathering in conjunction with a law of nature or abstract idea;

AGenerallylinking the use of the judicial exception to a particular
technological environment or field afse.
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Some practical examp
mor eo

Ahttp:// www.uspto.gov/patents/law/exam/abstract idea_examples.p
df
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http://www.uspto.gov/patents/law/exam/abstract_idea_examples.pdf

So f or nowe

AArgue that theclaim is not directed to a judiciekception (step 2A):;

AArgue that additionaklements in the claim amount tsignificantly
more than the judiciaéxception (preemption); and/or

AClaimamendmentshat cause the claim to not be directed to the
judicial exception or amount to significantly more than the judicial
exception (step 2B).
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Multi-pronged argument:

~ o Ve ~ ~r

ANota RANBOGSR (2¢ 2dzRAOAIE SEOSLIiAz2Y 0
are directed to an actual resolution of a technical problem

AClaims recite sufficient limitations such that the entire abstract idea is not
preempt

AOGSY AT RSGSNNAYSR (2 05 GRANBOGSR
GKIFG AYLINRPGS || GUSOKy2ft23A0Ff LINROS:

AlAYAEI NI G2 55wX GKS Of I AYSR a2f dziiA 2y
technology in order to overcome a problem specifically arising in the realm of
O 2 Y LJdzi S NJ qf $.limpoMNdmantgs to anothdechnology or
technological field
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Portfolio Management: Issued Patents

Aldentify key patents in your portfolio

ACurrently part of licensing agreements
ACandidates of licensing program
APotential enforcement options
AProtect core business practices

AWeigh option of filing a reissue/reexamination
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Portfolio Management: Issued Patents

Aldentify patents in your portfolio with questionable
validity
Aldentify patents in class 705

ADirected to abstract ideas, in particular business methods
ALack meaningful limitations

AWeigh options of fire sale, donation or abandon
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Portfolio Management: Pending
Applications

T2
63
54

45

Percent
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Alice

*Source USPTO




Portfolio Management: Core Pending
Applications

Aldentify art units for pending applications
A3685, 3689, 3693

AFile a preliminary amendment

Ahdzif AYyS aUNIUSIASEA G2 2¢
Y2 Nb adlice A Y

Aldentify preemption arguments for continuations

APotentially file CIP to add:
ANGAIYATAOIYyit & Y2NBE
ALINROE SYkazzfdziAzy 2N ddzy O2
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Art Unit 3685--DATA PROCESSING: FINANCIAL,
BUSINESS PRACTICE, MANAGEMENT, OR COST/PRI

DETERMINATION

BREAKDOWN OF ANALYZED APPLICATIONS

Alternative View

Allowance rate: 6.9%
B Patented @ Abandoned Wl Pending Large

Applications with Electronic File Histories VEAR 2005

Allowance Rate Bwam

o & A Abandoned: 5
68 Abandoned Applications

fOI‘ IaSt 3 months o e Ao ;“’. i || .I | _-I I I| a1l

474 Total Applications o— =R R

= 6.9% ke

REJECTION SPECIFIC STATISTICS

Based on Automated Classification of Office Action Rejections

First Office Action Rejection Fr Non-final Office Action Frequency Final Office Action Frequency
e (61 Non-Final Office Actions Analyzed) (45 Final Office Actions Analyzed)

{32 First Office Actions A

Percentage of
Office Actions
(138) with 101 >

12 First Paragraph Rejection Statutory Type Double Patenting Rejection

M 35U.5.C. 5101 Rejection
[ Obviousness Type Double Paten

ting Rejection

5112 Second Paragraph Rejection

*Source:PatentAdvisor




Art Unit 3689-DATA PROCESSING: FINANCIAL,
BUSINESS PRACTICE, MANAGEMENT, OR COST/PF

DETERMINATION

Allowance Rate
for last 3 months

=1.3%

Percentage of

Office Actions - —
(207) with 101 > T

30%

*Source:PatentAdvisor
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